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Trademar k Judges.

Opi nion by Sinms, Adm nistrative Trademark Judge:

Boyd Gam ng Corporation (applicant), a Nevada
corporation, has appealed fromthe final refusals of the
Trademar k Exam ning Attorney to register the mark shown

bel ow:

for various wearing apparel in Application Serial Nunber

75/ 559, 780, and for various beauty products and perfunes in
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Application Serial Nunber 75/559,786.1 Applicant has al so
appeal ed fromthe refusal to register the mark HAVANA
RESORT & CASI NO for the sane itens of wearing apparel that
are set forth in Serial No. 75/559,780.2 The Exam ning
Attorney has refused registration under Section 2(e)(3) of
the Act, 15 U S. C. 81052(e)(3), arguing that applicant’s
asserted marks are prinmarily geographically deceptively

m sdescriptive of its goods.® Applicant and the Exami ning

! Both applications were filed Septenber 25, 1998, and assert
applicant’s bona fide intention to use the mark in comerce. The
first listed application seeks to register the mark for the
fol |l owi ng goods:

wearing apparel, nanely, polo shirts, t-shirts,

tank tops, shirts, jackets, jogging suits, sweat
shirts, sweat pants, jeans, pants, robes, sleepwear,
ronpers, scarves, socks, slippers, hats and caps.

In the second listed application, applicant seeks to register the
mark for the follow ng goods:

col ognes; perfunes; body |otion; skin care products,
nanely, skin cleansing lotion, skin creans, skin

noi sturizers, skin cleansing cream facial cleansers,
facial creans, facial masks, facial scrubs, facia

noi sturizer; facial |otions; bath and shower gels;
bath oils; bath soaps; aronma therapy products, nanely,
arona therapy oils; sun screens, suntan lotions; hair

shanmpoo; hair conditioner; body powder; |ip gloss;
facial cosnetics, nanely, foundation, conceal er, face
powder, blush, eye shadow, eye liner, mascara, lip

stick, and lip pencils.
2 Application Serial No. 75/541,256, filed August 24, 1998, based
on applicant’s bona fide intention to use the mark in commerce.
3 This section of the Act bars registration of a mark which

(3) when used on or in connection with the goods
of the applicant is primarily geographically
deceptively m sdescriptive of them..
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Attorney have submtted briefs, but no oral argunent was
r equest ed.

W affirm

The Exam ning Attorney argues that applicant’s marks
are barred fromregistration because the primry
significance of applicant’s marks as a whole is the
geographi c place “Havana”; that there is a goods/pl ace
associ ati on between the goods in applicant’s applications
and the capital city of Cuba; and that applicant’s goods do
not come from Havana. Both the Exam ning Attorney and
applicant’s attorney have agreed that Havana is a nmgjor
city in Cuba and that applicant’s goods do not cone from
that city.

The Exam ning Attorney acknow edges that the entire
mar ks are nore than the nane of Cuba’s capital city.
However, the Exam ning Attorney argues that the overal
i npressions of applicant’s marks do not detract fromthe
geographic significance of the word “Havana” contained in
the marks. According to the Exam ning Attorney, the marks
as a whol e enphasi ze that applicant’s goods have their
origin in Havana.

Further, in view of the evidence of a goods/pl ace
associ ation which the Exami ning Attorney has placed in the

record of these applications, the Exam ning Attorney argues
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that the public is likely to believe that applicant’s goods
cone from Havana, Cuba. 1In this regard, the Exam ning
Attorney points out that Havana produces a variety of

goods, including clothing and cosnetic itens simlar to the
goods in these applications. Because of this, the
Exam ni ng Attorney argues that Havana wil|l be associ ated

wi th applicant’s goods.

Applicant’s attorney indicates that applicant owns
nunmerous resort hotels and riverboat casinos throughout the
United States, including the Stardust hotel and casino in
Las Vegas, Nevada. Applicant seeks to build a resort hotel
casi no under the marks sought to be registered and to sel
mer chandi se under these marks. It is applicant’s position
that it is not likely that consuners purchasing applicant’s
wearing apparel, cosnetics and other goods fromits resort
| ocated in the United States wll believe that the “Havana”
portion of its marks is an indicator of the geographic
| ocation of applicant’s goods. Rather, according to
applicant, purchasers will view applicant’s marks in their
entireties and believe that applicant’s goods enmanate from
the resort hotel casino bearing that nane. |In this regard,
applicant contends that, because its resort hotel services
will also be offered under the asserted marks, the marks

sought to be registered are or will be indicators of
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secondary source, that is, the resort hotel and casino
itself.

Appl icant states that, currently, a nunber of resort
hotel s use fantasy thenmes suggested by such nanes as Rl O
NEW YORK NEW YORK, LUXOR, PARI'S and VENETI AN, % and that
applicant’s resort casino is intended to evoke the aura or
fantasy of being in 1950's pre-Castro Cuba. Accordingly,
it is applicant’s position that the marks, including the
name “Havana”, are arbitrary or suggestive, being
rem ni scent of the Havana, Cuba, of a bygone era.

Further, because of the enbargo on all Cuban products,
it isillegal under U S lawto inport and sell Cuban
goods. Applicant maintains, therefore, that no reasonabl e
consuner will believe that applicant’s goods cone from
Havana, Cuba. |In any event, applicant argues that people
do not associate wearing apparel and beauty products with
Cuba. Because the marks do not designate the geographical

origin of applicant’s goods, applicant contends that its

“ Applicant indicated in its response to the first Office action
that sone of these marks had been registered, indicating the
regi stration nunbers. Although applicant has not submtted
copies of any third-party registrations, the Exam ning Attorney
did not object to applicant’s reference to these registrations
and in fact made no nention of these marks at all. Accordingly,
we have considered themto be of record. However, in its brief,
applicant also noted, for the first time, other registrations of
geographic ternms for other goods and services. W have not
consi dered these to be of record. See Trademark Rule 2.142(d).
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mar ks are not primarily geographically deceptively
m sdescri ptive of the goods.

In rebuttal of applicant’s argunent, the Exam ning
Attorney argues that it is reasonable to believe that a
segnent of the U S. public does not know that a trade
enbargo exists on Cuban goods. Also, according to the
Exam ni ng Attorney, Anericans who travel to countries that
conduct trade with Cuba, such as Canada and Spain, may buy
Cuban goods in those foreign countries. Further, the
Exam ning Attorney argues that, even if purchasers know of
the trade enbargo on Cuban goods, those people may stil
make a goods/pl ace associ ati on because they nmay believe
that there is an affiliation between the U S. distributor
or provider of the goods and a Havana, Cuba, producer of
t hose goods, such as a parent-subsidiary or |icensor-

i censee relationship. The Exam ning Attorney al so
contends that, if and when the trade enbargo is eventually
lifted, then a goods/place association wll exist so that
any registrations issued to applicant will be defective.
Accordi ngly, the Exam ning Attorney argues that the trade
enbargo provides no justification for registration.

Wth respect to the suggestive significance which
applicant contends the marks create, the Exam ning Attorney

argues, appeal brief, 5, that there is no evidence that
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purchasers will perceive any association with pre-Castro
Cuba when purchasi ng applicant’s goods, and that purchasers
wi |l not understand applicant’s mark as indicating
sponsorshi p by applicant’s establishnment rather than
i ndi cati ng geographic origin.
..The goods identified by a geographical nmark may
or may not always be sold in conjunction with
ot her displays or pronotions or services, so that
considering the size and i mage of applicant’s
resort and casino where its goods will be sold,
when determning registrability, is
i nappropriate...

Further, even if the patrons of applicant’s
proposed resort and casi no believed that the
goods were actually produced at applicant’s Las
Vegas, Nevada, resort and casino |ocation, there
is nothing to dissuade those people from
believing that there is an associ ati on between
t he goods and Havana, Cuba...

Upon careful consideration of this record and the
argunents of the attorneys, we agree with the Exam ning
Attorney that applicant’s asserted marks are primarily
geographically deceptively m sdescriptive.

In order to establish a prima facie case for refusa
because a mark is primarily geographically deceptively
m sdescri ptive under Section 2(e)(3) of the Act, the
Exam ni ng Attorney nust show that the primary significance
of the mark is geographic; that purchasers would be |ikely

to think that the goods originate in the geographic place

identified in the mark, that is, purchasers would nmake a
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goods/ pl ace associ ation; and that the goods do not in fact
originate in the place identified in the mark. In re Wda,
194 F. 3d 1297, 52 USPQ2d 1539 (Fed. G r. 1999) ( NEW YORK
VWAYS GALLERY for various types of bags, backpacks, purses,
etc., held unregistrable under Section 2(e)(3)); Inre
Soci ete Ceneral e des Eaux M nerales de Vittel S. A, 824
F.2d 957, 3 USPQR2d 1450 (Fed. Cir. 1987); In re Loew s
Theatres, Inc., 769 F.2d 764, 226 USPQ 865 (Fed. Cir
1985); and In re Nantucket, Inc., 677 F.2d 95, 213 USPQ 889
( CCPA 1982).

Whi | e applicant’s asserted marks contain nore words
t han the geographic |ocation “Havana,” we agree with the
Exam ning Attorney that the primary significance of the
mar ks i s geographic. See Wada, supra, and In re Bacardi &
Co. Ltd., 48 USPQ2d 1031, 1033 (TTAB 1997) ( HAVANA SELECT,
HAVANA CLASI CO, OLD HAVANA, HAVANA PRI MO and HAVANA CLI PPER
for rumheld unregi strable under Section 2(e)(3)). W do
not believe that the additional wording in applicant’s
mar ks detracts fromthe geographic neaning. Further, it is
our belief that purchasers seeing applicant’s goods in

applicant’s resort hotel and casino as well as, possibly,
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inretail stores in this country,® will believe that those
goods either emanate fromor are authorized, sponsored or
licensed by a resort casino bearing that name in Havana,
Cuba, even though it is apparently not the nane of an
actual resort in Havana. 1In this regard, the evidence
submtted by the Exam ning Attorney sufficiently
establ i shes a goods/pl ace associ ati on between weari ng
apparel and cosnetics and the city of Havana, a major
metropolitan city. See for exanple, Nantucket, supra, N es
J., concurring, 213 USPQ at 895-96 (by way of illustration
CH CAGRO for shirts would be protectable only upon the
establ i shment of secondary nmeaning). Also, there is
evidence that tourismin Cuba has increased since the md-
1980s with the construction of new hotels and resorts.
This makes nore |ikely an association of the mark with
hotels and resorts in Cuba. See In re Kinpton Hotel &
Restaurant G oup Inc., 55 USPQ2d 1154 (TTAB 2000) ( HOTEL
MONACO hel d primarily geographically deceptively

m sdescriptive of hotel services).

> Applicant’s description of goods contains no linitation as to
the channels of trade in which its goods will be sold.
Accordingly, we must consider that applicant’s goods will be sold
in all reasonabl e channels of trade, including retail stores
which may carry this merchandi se. Canadi an | nperial Bank of
Conmerce v. Wlls Fargo Bank, Nat’|l Ass’n, 811 F.2d 1490, 1493, 1
UsPQ2d 1813, 1815 (Fed. Gr. 1987).
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Wth respect to applicant’s argunent concerning the
al I eged significance of applicant’s nmarks suggesting an
association with 1950's pre-Castro Cuba, we believe what
the Board stated in the Bacardi case, at 1034, is
appl i cabl e here:

[ Al ppl i cant has subm tted absolutely no
evidence to establish in this record that
t he rel evant purchasers woul d make such an
association. Further, even if applicant
had establi shed an associ ati on bet ween HAVANA
and a particular lifestyle, such association
woul d not contradict the primary geographic
significance of the term as the association
may be made precisely because of the prinmary
signi ficance of HAVANA as a city in Cuba.
See al so Wada, 52 USPQ@2d at 1540-41

To the extent that applicant i s arguing that potenti al
purchasers will associate applicant’s goods with its resort
hot el and casi no, which apparently does not yet exist,
presunably on the basis of acquired distinctiveness,
suffice it to say that registrability pursuant to Section
2(f) is not available to marks which are primarily
geographically deceptively m sdescriptive unless they
becanme distinctive of those goods in conmerce before the
date of enactnent of the North American Free Trade
Agreenment | nplenentation Act (Decenber 8, 1993). See Fred

Hayman Beverly Hills Inc. v. Jacques Bernier Inc., 38

UsP@d 1691, 1692 (TTAB 1996).

10
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Wth respect to the third-party registrations of a
nunber of geographi c nanes, each application for
registration of a mark for particul ar goods or services
nmust be separately evaluated. See In re BankAnerica
Cor poration, 231 USPQ 873, 876 (TTAB 1986) and cases cited
therein. W do not know what records were before the
Exam ning Attorneys in those cases. In the BankAnerica
case, we noted that Section 20 of the Trademark Act gives
the Board authority to decide appeals from adverse fina
deci sions of Exam ning Attorneys and that this duty may not
and shoul d not be del egated by adopti on of concl usions
reached by Examining Attorneys in different cases on
different records. Nor should the fact that the Exam ning
Attorney may have all owed applicant’s service mark
applications for casino resort services have persuasive
effect here.

We concl ude that the Exami ning Attorney has nade out a
prima facie case that applicant’s marks have primary
geographic significance and that a goods/pl ace associ ation
exi sts between applicant’s goods and the city of Havana,
and applicant has presented no evidence to rebut this

show ng.

11
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Deci sion: The refusal of registration in each

application is affirned.

R L. Simms

E. J. Seehermn

C. M Bottorff

Adm ni strative Trademark
Judges, Trademark Tri al
and Appeal Board
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